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Dear Perry:

Pursuant to the discussion during the discovery conference, I'have enclosed Smith &
Nephew’s supplemental noninfringement and mvalxdlty respornses, which are subject
10 and made without: waiving Smith & Nephew’s previous objections to ArthroCare’s
discovery requests, “We reserve the right to revise these responses as discovery
proceeds. In-particular, we reserve the right to revise these responses after' we have
received meaningful discovery on ArthroCare’s claim constriiction and infringement.
contentions, and after the Court has construed the asserted claims.

Smith & Nephew objects to ArthroCare’s improper auempts to informally amend its
infringemenit allegations. Our responses.concem (1) the Dyonics Control RF System
which is the only: product alleged in ArthroCare’s Complaint to infringe and (2) the
asserted claims ongmaﬂy identified in Jared Bobrow’s November 2, 2001 letter. We
are not prowdmg responses at this time for the additional claims listed in your March
15 letter since that was the first notice we received, just two weeks ago, that those
claims were bemg asserted. We are in the process of preparing responses to those
additional claims, howe:ver and expect to have them:to you within the next.two

weeks.

In addition, anid in fesponse to your letter of March 27, 2002, we are also not
providing responses at this time for the Dyonics Electroblade Resector
(“Electroblade™) since it-is not in the case. As you know, Electroblade was not
accused in ArthroCare 's Complaint. The only product ArthroCare accused in its
(,omplamt was the Dyonics Control RF System. Further, ArthroCare failed to move
to amend its Complaint as.it is required to do under the Rules, and the deadline for
amending pleadings in this case expired on'March §, 2002. Instead, ArthroCare
merely stated in a letter a week later that “Eléctroblade is now among the accused

products.™

As you know;. the accusation of infringement in a patent lawsuit is a formal step in the
case that carries with it certain burdens 1o investigate under Rule 11. Judin v. United
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States, 110 F.3d 780 (Fed. Cir. 1997); Antonious v. Spalding & Evenflo Companies,
Inc., 275 F.3d 1066 (Fed. Cir. 2002). Indeed, inlight of ArthroCare’s argument
during the discovery conference on March 5 that it needed discovery to determine
whether Electroblade infringes, wé were quite surprised that Eléctroblade-was
inchuded-in ArthroCare’s infringement chart. Accordingly, we question whether
ArthroCare can meetits burden under Rule 11 with respect to Electroblade.

Please let me know if you are in disagreement with any of the foregoing.

Verytmlyyours,

Keith Walter
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2. U.S. Patent No. 5,697,382 (“the ‘882 patent”)
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Smith & Nephew’s Supplemental Response Re lnvalidity

In addition to its previous objections, and ‘without waiving any of those

objections, Smith & Nephew also objects to providing its invalidity contentions at this

tie, since ArthroCare has refused to provide any of its contentions with respect to

construction of the claims of its patents. Accordingly, Smith & Nephew reserves the

right to.supplement, amend,or otherwise modify itsinvalidity contentions as the case

proceeds, and.particularly after ArthroCare provides:its proposed claim construction.

and/or after the Court construesithe clainis of ArthroCare’s patents:

Nevertheless; as of the present time, Smith & Nephew incorporates its previous

. responses by reference, and further responds as follows:

Certain of Smith & Nephew’s invalidity contentions are based.on invalidity under.

35 U.S.C. § 102 and/of § 103:in view of certain prior art references: ‘In the interestof

brevity-and convenience; rather than répeat:the full names of those réferences in

conniection with each such coiitention, Smith & Nephew will instead refer to those

‘referénces by number, in accordarice with the following table:

[T Tssuer
~#| Pab’n
.| Date

| Patent Number/ |

Publication

. f_l__nventor/Aljl!ﬁb.i.‘

Title.

1| osnerss

US2,056377

f : Fi@:‘Wappler

1 ~Bio-Medical
2 | 05100/69 |
| 216

Engineering 206-

AK. Dobbie

‘The Elecirical Aspects of

Surgical Diathermy

US3815,604

‘Conor C. O'Malley,

Apparatis For Intraocular

| Surgery

4| 08n13r14

US 3,828,780

TChafles F. Mormison, .

Ir..

Combined Electrocoagulator-

Suction Instrument

1 ov/0075

IEEE
Transactions On
Biomedical

William M. Honig

The Mechanism. of Cutting in
Electrosurgery

Engineering

1




Issue/
Pub’n.
Date ‘

Patent Number/
Publication

Inventor/Author

Title

08/26/75

US 3,901,242

.K'arl Storz

Electric: Surgical Instrument,

11/18175

| US 3,920,021

- Siegfried Hiltebrandt .

‘Coagulating Devices

00/00/76

Acla
‘Medicotechnica
(Medizinal-
Markt), Vol. 24,
No:.4, 1976129
1 34

E. Elsasser and E.
Roos

‘Uber ein Tnstrument zur

leckstromfreien transurethralen
Resection (Conceming An

Instrument for Transurethral
resection without leakage of

current)

ozfzms |

US 3,939, 839

 Lawrence E. Cuftiss

1 Resectoscope and Electrode
Therefor

10

07120176

US 3,970,088

Charles F. Morrison

Electrosurgical Devices

‘Having Sesquipolar Electrode
- Structures Incorporated

Therein

1]

01/07/77:

2313949/
N 76 17587

‘Siegfied Hiltebrandt.
et Ludwig Bonnet

“Boucle de sectionnement a une
| ou‘deux branches pour
‘resertoscope

12

00/00/78.

‘Gastroenterology,

Vol. 74, No. 3,

527-534, 1978

TRA Piercey, MD,, |

D.C: Auth; Ph.D
P.E, FE. S;lverstem

MD., HR. Willard,
Ph.D,; M.B, . Dennis;
DVM,DM.
-Protell MD and B

- Electrosurgical Treatment of
. j.Expenmental B]eedmg :Canine
| Gastric Ulcers: Developmeiit

and tesxmg of a computer

|13

0212178

.'Us4 074 7]8

— '.-ChaﬂestMomson,
Ir.

‘Electrosurgical Instrument

1 14

06/06/78

'US 4,092, 986

Max Sehneidertian

“[Constant Output
‘Electrosurgical Unit

115

0972678

TUSZIT6;1983nd |
.'nsﬁlehistory

- Eberhard Roos

"-,Ele_ct(o-Surgical Device

16

: :ngesuve
11700779 |
| No. 11, 845—848

Diseases: and
Scienges, Vol. 24

| MB  Dennis, J.

Peoples, R. Hulett,
D.C. Auih; RL..

| Protell, C.E.-Rubin,

| Bvoluhon of Electrofulguration.
|-in Control of Bleeding of 1
| Bxperimental Gastric Ulcers

and F:E. Silverstein' |




Issue/
Pub’n

Patent Number/
Publication

Inventor/Author

Tiﬂe

17

01/01/80

US 4,181,131

‘Hisao ‘Ogiu

High Frequency
Electrosurgical Instrument for
Cutting Hiimian Body Cavity
Structures

18

01/22/80

US. 4,184,492

Hans H. Memnke;
Gerhard
Flachenecker, Karl
Fastenmeier,

Friedrich

:Landstorfer Heinz
.-«L]denmeler o

Safety Circuitry for High
Frequency Cutting and

. Coagulating Devices

19

US 4,232,676

4 Andrew Herczog

ST ——

20

02/03/81 |

US 4248231

N _«Andrew Herczeg and
| James.A. ‘Murphy

-Suigical Cutting Fistrumet

21

I o2/00/82

CRC Press,

-American Heart
-Joumal, Vol. 117
332:341

TKevin I: Barty, MS;
| Jonathan Kaplan,
| MD; Raymond L.

Connolly, Ph.D, Paul

‘Nardella; BS,
|-Benjamin I. Lee,
MD Gary J. Becker,
MD;

BruceF Waller

The effect of radiofrequency-

generated thermal: energy.on
| the mechanical and histologic

characteristics of the aiterial

-wall in vivo: Implications for

radiofrequency angioplasty

04127782

US 4326529

} '_James D Dossand
-'Rlchard L Hutson

' Comeal-Shaping-:Electmdef

US 4,381,007

‘ _Removable Skm

[ Multpolar ComcaI-Shapmg

Electrode with Flexible

R

2%

00/00/84

‘Gut; 25, 1424-
| 1431

"-JunaM'Dark MR,

Lewin, 1.S. Clifton,

1 T.C. Norlhﬁeld PB.

Cotton, and PR.

Salmon

Which Eléctrode? A
comparisoit of four. endoscopic
methods of. electrocoagul‘ation
in experimental bleeding-ulcers




Jssue/
Pub’n
Date

Patent Number/
Publication

Inventor/Author

Title

25

00/00/85

Urological
Research 13:99-
102

J.W.A. Ramsay, N.A.
Shepberd, M. Butler,
P.T. Gosling, R.A.
Miller, DM.A.
Wallace, HN.
Whitfield

A Comparison of Bipolar and
- Monopolar Diathermy Probes
| in Experimental Animals

26

06/00/85

JACC Vol. 5, No,
6,1382-6

Ph.D; Patrick W _

|- Serruys, MD, Geert
1T T. Meester, MD
FACC

Comelis J. STager,

'MSc, Catharina E.

Essed, MD, Johan
C.H. Schuurbiers,
BSk¢, Nicoldas Bom,

| Vaporization of

‘Atherosclerotic Plaques by

L "Spark Erosion

| 27

| 10/22/85

US 4,548,207

-Harry G. Reimels: |

-~ l'ﬁispﬂdséﬁiéICoagulator

128

05/27/86

US 4,590,934

Jerry L. Malss,

Léonard 1. Malis,

RobeitR. Acorcey,

David Solt

“Bipolar Cutter/Coagulator

1 .29

00/00/87

Kardiologie;
Kardiol. 76::Supp. -
6,67-71 (1987). -

~CJ. STager, A(,
_-Phaff C.E. Essed,
JLCH. Schuurbxers

N. Bom, V.A.

Vandenbroucke and -
1PWL Serruys:

Spark Erosion of
-Arteriosclerotic Plaques

1 30

04/28/87

US 4, 660 57]

“Stanley R, Hess,
. ,.,1 Temi Kovacs

' :—Percutaneous Lead. Havmg

131

us: 4, 674 499

Iy Ad)ustable E}cctrode :

|32

- 07700/88

TValleyab Part ~ |
Number945 100. -

102 4

Valleylab, Inc.

133

| 1nrass

Philip E- Eggers,
| Robert F. Shaw

' i MethodsAnd Apparatus For -
{ Petformirig In Vivo Blood

f?l?hﬁ,&miﬁdihition’?rocedur.es

00/00/89

‘Sensirigand
' lmagmg

SPIE Vol. T068 |

Catheter-based

Technology

| Pauil €. Nardelta

Radm Frequcncy Energy and
1 Impedance Feedback




Tssue/

294

| C.E: Platz

# | Pub’n Patent !‘lul?b,er/ Inventor/Author | Title
o Publication
Date
—1"The Organizing
Committee of the
7™ World
Congress on
- oo | Endourology and | Robert Tucker and A Bipolar Electrosurgical Turp
35 | 00/00/89 ESWL Stefan Loening Loop
Foundation for
Advancement of
International
-Science-
Bipolar Probes for Ophthalmic
%6 | 022189 [US 4805616 | DavidS.C.pao - | Surgery and Methods of
: - Pcrformmg Anferior
» r.Capsu]otomy
"Robert’D. Tucker; N
| | Journal of EugeneV. | 4 Comparison of Urologic
37 | 03/00/89 | Urology Vol. ‘Kramolowsky, Eric | Mpfp ication ol Bipolar Versus
141,662:665 | Bedell and Charles E. | onopolar Five French
Platz { Electrosurgical Probes
Benjamin I Leg, ‘ —
MD, FACC, Gary J.
| Becker, MD, Bruce | Thermal Compression and
F. Waller, MD, Molding of Atherosclerotic
1 liaccvelis | FACC Kevinl. | Vascular Tissue With Use:of
1 38 | 04/00/89 No. 5 1167-75 "Barry MS, Raymond { Radlofrequency Exergy:
TR J. Coninolly, Ph.D, Implications for ‘
Jonathan’ Kaplan, Radiofrequency Balloon,
MD), Alan R: Angioplasty
.Shapnro ‘MS, Paul-C.
, 'Nardella, BS
— [Fraok D, D" Amelio, |
|'Dawn M::DeLemos;
| SO Dominick G. ‘| Electrosurgical Probe
{ 39 | 04725/89 | US-4,823,791 'Esposno, MichelleD. | Avparatus
: Maxfiéld, Clande E. | 2PPa™
Petruzzi, Robert H.
Quint N ‘ o
40 | 05723/89. | US: 4,832 048 Donald Co’h’e'n | Suiction Ablation Catheter
| |Urclogieal | RD.Tucken BV. g‘p‘;’;‘; :f;j‘nng p}; ;:;"’h
41 -00/00/90 Research 1 8:291- -Kramolowsk_y, and - electiosurgical probes.or the

| percine bladder




Tssue/
Pub’n
Date

Patent Number/
Publication

Inventor/Author

‘Title

42

02/00/90

Journal Qf ‘
Urology Vbl.
143,275-277

Eugene V.
Kramolowsky and
Robeit D. Tucker

Use.of 5F Bipolar
Electrosurgical Probe in
Endoscopic Urologiical
Procedures

43

04/05/90

WO 90/03152

John Considine, John

Colin

EJectro-surgical Apparatus for
Removing Tumours from

Hollow Organs of the Body

44

05/01790

US 4,920,978

David P. Colvin

Method and Apparatus Tor the
,Endoscopxc Treatment of Deep

Tumiors Using RF

Hyperthermna

45

06/05/90

US-4,931,047

Alan Broadwin,
Charles Vassallo,

Joseph N. Logan,
'RobertW Hornlem

Method and: Apparatus For

Providing Enhanced Tissue

 Fragmentation And/Or

Hemostasis

46

06/26/90

US 4,936,281

- Peter Stasz

~ [ Oftrasonically Enhanced RF

Ablation Catheter

| 47

10730790

US 4,966,597

| Eric’R. Cosman

| Thermomettic Cardiac Tissue

Ablation E]ectrode with Ultm-

| Sensitive Temperatuire

Detection

438

12/11/90

US4,976,711

~TDavid ], Parins, Mak
-A: Rydell, Peter
| Stasz

Ablation Catheter With

1 Selectively Deployable
,_’i_Electrodes

49

12/25/90

US 4,979,948

fLushe A Geddes;

H. Hmds Joe
D Bourlarnd, William

1D Voorhees

| Methiod. and Apparatus for |
- Thermally Destroying A Layer

of An Organ

50

03721791

_DE 3930451 A1 | Gerbar

Vomchtung Tur die-

) *Hochﬁcqnenzkoagulahon von: i '

AAAAA

51

- 04/16/91 -

| Mark A. Ryden

1 Electrosmgl" al ﬁ'st_rumem
“Having Needle Cutting

Electrode And: Spot-Coag.

| Electrode

52

0492391

US 5,009,656

‘ :JBxpoIar Electrosurglcal
Instrument

07730/91

US 5,035,696

| Mark A. Rydell

[ Electrosurgical Instrument for

Conducting’ Endoscop)c

| Retrograde Sphincterotomy




Issue/
Pub’n
Date )

Patent Number/
Publication

Inventor/Author

Title

54

09/00/91

Journal of
Urology Vol.
146, 669

Eugene V.
Kramolowsky and
Robert' D, Tu@;:k,_er

 The Urological Application of
| Electrosurgery

35

09/10/91

US 5,047,026

Mark A. Rydell

Electrosurgical Implement For
' Tunneling Through Tissue

56

' 09/10/91

US 5,047,027

Mark A. Rydell

Tumor Resector

57

10/07/91

“Bipolar
-Laparoscopic

Cholecystectomy
Lecture

Dr- Olsen

‘ Blpolar Laparoscopic
- Cholecystectomy

58 |

01714192

US5,080,660

1 iémeﬁce{.l . TBueliiéil

" | Electrosurgical Erectrode

01/28/92

"US 5,084,044

Robert H: Quint

, . Z:Apﬁatatusigr{lih,dbmﬂnal
“Ablation and Method of Using
. | Same:

60

02/04/92.

| Uss,085,659

| Mark A, Rydeil

: inopsy Device With Bipolar -
‘ :Coagulatlon Capabxhty

61

02/18/92

'US 5,088:997

T Louis Delahuerga, '
Robeit B, Stoddard,
Michael S. Kijcek

‘Gas Coagulation Device

62

03/24/92

US 5,098,431

| Mark A. Rydell

| RE Ablation Catheter

163

04728792

U8 5,108,391

“Gerhard

Flachenecker, Karl

Fastenmeier, Heinz

Lindenmeier

= ,ngh-i-requency Generator For

| Fissue Cuumg And For
‘Coagulating In High-

.| Frequency Surgery-

, 05/ 12l92

US 5,112,330

Shinichi Nxslugakx —

'Resectoscope Apparams‘

165

06/ } 6/92'.-

US5,122,138

.KnnH Manwarmg:" '-

; ~T'ssue Vaponzmg Accessory
|:and Method’ for an Endoscope:

-1210_:1./92; :

- _-Naokx Ohtomo;
.| Shizug N“momlya

o .'.B_]oo_d Coagulatmg.:Apparams

12715/92

S 5,171,311

[ Mark ATRydell,

David J. Parins;

' StevenW Berhow

5 Percmaneous Laparoscopic

Cholectectomy Instrumem

168

0373093

US 5,197,963,

{ David.J. Parins

:'_ 'bledmsurgxcal lnstmmem w:th A
‘Extendable:Sheith for ,
- |Irfigation and.Aspiration .

169

05704793

US5207,675

| Jetome Canady

 {'Surgical Coagilation Device




Issue/
# Pub’n
Date

Patent Number/
Publication

Inventor/Authoer

Title

70 | 06/08/93 | US 5,217,459

William Karerling

'. Method and Instirument Tor
| Performing Eye: Surgery

71 | 04/26/94 | US 5,306,238

Richard P. Fleenor

Laparoscoplc Electrosnrgncal
Pericil

72 | 06/13/95 | US 5,423,882

Jr.

Warren M. Jackman,
Wilton W. Webster,

‘Cathéter Having Electrode
With Annular Recess and
Method of Usmg Same

73 | 10/03/95 | US 5,454,809

Michael Janssen

Electrosurgical Catheter And
Method For. Resolvmg
Arthierosclerstic Plaque By
' Radxo Freqmmcy Sparking

1. U.S. Patent No. 5,697,536 (“thé ‘536 patent™)

A.  Claim4s

Smith & Nephew conténds that claim 45 6f the *536 patént is anticipated by at

Teast each of the following references: 3,8,12,15,16, 18, .]?9;20,72_,1,_22, 23,.;_24,»:2;5\,;2_’6,;. :

66, 67, 69, 70, 71.

Smiith & Nephew also contends:that claim:45: of:the:*536 patent would have been

obvious to one of ordinary. skill in‘the ait it the timé of the invention.in view:of atdedst

eachiof the following combinations of references, which Smith & Nephew contends

would Have been combined for at leastthefollomngreaso ; Tis:

(,om]iiiauon

S ivation (o Combme

113,16, 17,20, 30; 33, 39, 40, 44, 50, 55,
56, 58,60, 61, 62, 64. 68, 69, 71. 72. 73
| with any one or more:of 35, 54, 57.

1.3, 5,6, 79,10, 1T,

: V:Each refemnce is: dn‘ectcd fo. the same

problém — applymg electrical energyto'a

, itarget sxte ona patxent’s body stmcture.

1 13,18, 17,20, 30, 33, 39, 40, 44, 50, 55,
156, 58 60, 61, 62, 64, 68, 69, 71,72, 73
v wnh any other one or mOre of the

Any one or more of 1, 4, 5,5, 7, 9,]0-1’1 .

' Each xeferehce is directed to the samne
: pmblam appb'mg electrieal energytoa’
~'target sne ona panent's body. structure. |




Combination , Motivation to Combine
Each relerence 1s directed to the same

Any one-or more of 35, 54, 57 with 59. problem — applying electrical energy to a
v o target sile ona patrem s body structure.
Any one ormore of 35, 54,57 with any Each reference is directed o the same
other one.or more of the-anticipating: problem — applying electrical energy to a
references listed above. target site on a patient’s body:structure..

Any one or more ol Z, 34, 47 with'any one | Each reference 1s directed to the same
or more: of the anticipating réferences listed problem - applying electrical energy to a.
above.. target site on a patient’s body structure,

Each reference is directed fo the same
problem - applying eléctrical energy to a
| target sité. of a patient’s body structure..

59 with any one or more of the: ant:crpatmg
: references listed above.

2. U:S.PatentNo. 5,697,852 (“the 882 patent”)

A. Claim1l

Smith & Nephew contends that claim 1 of the:882 patent'is-anticipated by:at least
eachrof the following references: 2, 3, 5, 8, 15, 16, 18, 22, 23, 24, 25, 26:27, 28, 29, 30,
31,34, 35, 36, 37, 38, 42, 45, 46,48, 49, 51, 52, 53, 54, 55, §7, 61, 62, 63, 65, 66, 67, 68,
71, 73:

Srith-& Nephew also contends that claim } of the 882 pﬁtéﬁtfwdﬁré have been
.ébsii‘o;ns; to ‘one of ordinary tskil?l in the'art at the time.of the invention’in view of at least
ieach ofthe following: combmabons of references which: Smxth & Nephew contends

would have been combmed for at: least the fol]owm g ! reasons:

Combmatlon .

“Anyipneormoreoﬂ 6, 7, 9,11, 17 30,

| 39,:40, 44, 47, 50, 55, 56, 58, 61, 62 64,
68, 69, 71;, 73 with any othér oné or more

_ of the antrcrpanng references listed. above.

target site.on a panent sbody structure




Combination

Motivation to Combine

Anyoneormoreotl 6, 7,9, 11, 17,30,
39, 40,44, 47, 50, 55, 56, 58, 61, 62, 64,
68, 69, 71, 73 with any one-or more of 2, 3,
4,12,16, 18, 21,22,23,24, 25,27, 28, 31,
33, 34, 35, 36, 37, 41,42, 43, 45; 46, 4'8,
49, 51, 53, 54, 57, 60, 63, 66, 67, 70, 72
and with any one-or more of 10, 13.

Each reference is-directed to the same
‘problem — applying electrical energy to a
target site on a patiént’s body structure.

-Any one or moreol2; 3,4, T2, 16, T8, 21,
22,23,24,25,27, 28, 31, 33, 34,35, 36,
37, 41,42,43, 45, 46--48‘49 51, 53, 54,
57, 60, 63,66, 67, 70, 72'with any other
one: or more of the: ‘aniticipating’ references
| listed-above. :

Each referenceis directed to the samé
problem -~ applying electrical enérgy toa
target site on 2 patient’s body structure.

‘ Knyoneormoreoi'z 3,4, 12,16, 18,21,

22,23, 24,25,27,28, 31,.33, 34, 35, 36,

37,41, 42,43, 45, 46, 48, 49, 51, , 53,54,

57,60, 63, 66,67, 70, 72 w:th any. one or
moreoflo 13.

Each: referen e/is; d}rected to the same
problemn = pplymg electrical energy toa
target site on a patxent’s body structure.

‘Any one.or moreof 10; 13 wnh any other
‘one ormore.of the: annclpatmg references.
| listed- above '

' l:ach reierenc“ s directed to'the. same

ying electrical energyto.a

' target s;te'-on a-patxent s body structure.

Smith & Nephew. further contends that claim 1 of the *882 patent is also invalid:as

_indefinite under 35 U:S.C. § 112 § 2.

Smith & Nephew:contenids that claim 26 of the "882 patenit’is anticipated by at

Jeast eachi of the following references: 2,5, 23, 26, 29, 61, 63

’Smim'&.Nébbwalso contends that claim 26 of the 882 Iiai’é;iti would havé been

-obvmus 10 one of ordmaly sklll in-the art at the time.of" the mvennon in view of at least

-each of the following combmauons of references; wh)ch Srmth & Nephew contcnds

wouild have beén c.omb‘me‘_,d for at least the foBOWingf_r&sbns:

10




Combination

Motivation fo Co'mb'm‘e'

"Any one or more ot 1, 6,7, 10, TT, 13,17,
30; 39, 40, 44,47, 50, 55, 56, 58 62, 64,
68, 69, 71, 73 with any one or more of3 4,

8,12, ]5 16, 18,21, 22, 23, 24,25, 27, 28;

31, 33, 34, 35, 36, 37, 38, 4'1, 4‘2‘, 43, 45,
46, 48, 49, 51, 52, 53, 54, 57, 60, 65, 66,
67, 70, 72 and with any one or more of 9,
14, 32, 61.

.Each reference is directed to-the same

problem - applying electrical energy to a
target site on apatient’s body:structure.

Anyoneormoreotl 6, 7,10, T1, 13, 17,
30, 39, 40, 44, 47, 50, 55, 56586264
68, 69, 71, 73 with any ‘one or more.of the
axmcxpaung references listed above.

Each reférence is directed 16 the same:
problem app]ymg electrical energy to a
target site on a panent s body structure.

[ Anyone or more of 3, 4, 8; 12, 15,16, 1%,
121, 222425272831 33, 34, 35,36,
- 137,38, 41, 42,43, 45, 46, 48; 49, 51,'52;

53,54, 57, 60, 65, 66, 67, 70, 72 wnhany
one ot more 6f 9; l4 32 -61.

- | Each reference is: directed 1o-the safie

problem —~ applying electrical energyto a
target sne on.a patient’s ‘body striscture.

Any one or more of 3, 4, 8,12, 15,16, 18, |

| 21, 22, 24, 25,27,28, 31, 33 34 35_36
37,38, 41, 42,43, 45,46, 48, 49, 51, 52,
'§3,54, 57 60; 65,66, 67,70, 72wnh ‘any:
. 6ne or more.of the anti¢ipating réferences
listed above.

‘Each reference is directed to-the same
problem applymg electrical energy:to a

“farget site on 3 patient’s ‘body striicture.

[ ATy oneor more of J; 14, 37, 61 Withany -

one or more of the anticipating references

“Eachreference s directed (0. the same.

problem applymg electrical energy t0.a

' target site on a panem '§: bbdy structure.

: hsted above,

Smith & Nephew further-conitends that claim 26 of the *882 pate is also irivalid -

as indefinite under 35 US.C. § 112 2.

C. Chim3s

Smith & Nephew: contendsthatclam'l 78:0f the "882 paterit'is anticipated by at

Jeast each of the following referénces: 8, 15, 21, 26, 29, 41, 42, 45, 57.

Smith & Nephéw also contends ihat claiin 28 of the *882 patent would hive been

obvious to-one of ordinary skill in the art af the time.of the invention in view of at least

each of the following combinations of references, which Smith & Nephéw. contends

would have been combined for at least the following reasons:_
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Combination

Motivation to Combine

Myoneormoreof] 57,9, 10, 1T, 73,
17,30, 39, 40, 47, 50, 55, 56, 58 62_64
68, 69, 71, 73 with any one or more of 2, 3,
4,5,12,16, 18, 19,20, 22, 23, 24, 25,27,
28, 31, 33, 34, 35, 36,37, 38, 43, 46, 48,
49, 51,52, 53, 54, 60,.63, 65,.66, 67, 70, 72
and with any one:or inore of 44.61.

Each reference is.directed 1o the same

problem — applying eléctrical energy to a
target site on a patient’s body structure.

Anyoneormoreotl 6,7, 9 10, H, 13,
17, 30, 39, 40, 47, 50, 55, 56, 58, 62, 64,
68, 69; 71, 73 with any oné or moré of the.
anticipating references listed above.

Each reference is directed to the same
problem — applying; electrical énergyto a
target site on a pauent’s body structure.

|"Anyone ormoreof Z, 3,4, 5,12, 15, I8,
192022232425272831 33;.34,

135,36, 37, 38,43, 46 48,149, 51,52, 53

54,60, 63, 65, 66, 67, 70 72wnh any oné

of more of the anqupaung references listed

_above.

Each reference isdirected to. the same.
problem — applying eléctrical energyto a
target site on a patient’s body structure.

Any oneormore ol 2, 3, 4, 5, 12, .}16,; ‘];8_,
-1 19,20,22, 23,24, 25,27, 28, 31, 33,34,
35, .36,.37, 38,43,.46, 48,49, 51, 52 53,
'54,.60,.63, 65,66, 67, 70 72: thhany one
' ormore 0f44 61

Each referenceis:directed to the same.

problem —applying electrical energy to a

targetsite-on a‘patient’s 'body structure.

. Any otie or. more of 44,61 with: any one or
| more of the-anticipating references listed

A ?above

Fach teference is directed 1o The same

prob]em applym"" electncal energy:to.a

| target’sité.on a panent 's:body structure.

Sinith.& Nephew further contends that claim 28 of the*882 patent is also invalid

as’ mdeﬁmte under 35 U.S.C. § 1 12 92.

‘3. U Patent No. 6,224,592 i he *592; patem”)

A. Claunl

‘Smith & Nephew contends that claim 1 of the *592 patent is anticipated by at least

each of the following references: 8, 15,23,26,30, 31, 33,.34, 46,48, 51, 52, 62, 72.

Smith &:Néphewalsd:coxjteﬁds-that claim 1-of the. "59'2::pa§grift, woulaihave been

obvious to one of ordinary skill in the art at the time of the inventionin view of at least

12




each of the following combinations-of references, which-Smith & Nephew contends

would have been combined for at least the following reasons:

“Combination

»1\_‘Ijoi‘|va'hqn to Combine

.Anyoneormoreoil 6,7,9, 10, 1T, 13
17, 30, 39, 40, 44,47, 50, 55, 56, 58, 62,
64, 68, 69, 71, 73 with any one or more of
the other anUCxpaung,r_ef_emnces_ listed
above.

Each referenee is directed to the same
problem — applying electrical energy to a
target site on a patient’s body structure.

: Anyoneormoreot] 6, 1.9, 10,11, 13,
17, 30, 39, 40, 44,47, 50, 55, 56, 58; 62,
64, 68,69, 71, 73 with:any one or more of
234512 16A18202122242527,

|43, 45, 49,'53, 54, 57,60, 61, 63, 65, 66,
I 67, 70, 72 and with any one or more of the
other ant;c;patmg referenices. hsted above.

Each reference is directed to the same
problem—applying electrical energy to a

target site on-a patient’s body structure.

Anyoneormoneofz 3,45, 12, 16, 18,
20,21, 22, 24, 25,27, 28,29, 31, 33,34,
35,36, 37, 38; 41, 42, 43,45,49, 53, 54,
57,60,61, 63; 65,:66; 67.:70, 72w1thany
. one ore-more of the other anticipating

Each'reference is directed to-the same
problcm applymg electrical energy to a

| target site-on a. panem’s body structure.

references hsted above

Smith & Nephew further contends-that claim. 1 of the *592 patent is also invalidias

indefinite under 35 U.SC: §'11272,

B. Claim23

‘Smith & Nephew contends that claim 23 of the 7592 patent is anticipated by at.

Teasteach Of.ihé;'fbljbﬁﬂg:téférenc‘esz 8,15,26, .-310;»-.133?15;??;6;-'”%428,{_553:;.162,.'7;2‘..

Smith & Nephewalso contends that claim 23 of fhe 2592 patent wouild have béen

.obyiousto one of erdinary skill in the art at the time of the, invenition in view of at least

‘each of the following combinations of reférences; which Smith & Nephew contends

would have beeii combined for at least the following reagons:;

13




Lombmahon

'M'btx.vauon fo Combine

Any one or more ol 4, 5, 12,16, 74,75, 31 i
36, 37, 38, 41, 42, 53, 61, 63, 65, 66, 67,

' 70, 72 with any one or. more of the other’
anticipating references listed above.

Each reference is directed 10, the same
_problem - applying electrical energy to a
‘{arget site on a patient’s body-structure.

AnyoneormoreoIZ 3, 18,19, 20, 21,27,
23,727, 28, 29, 33, 34, 35, 43, 45,49, 52,
54, 57, 60 with any one or more of the
other anticipating references listed above.

-Each reference is directed.10: the same

problem — applying electrical energy to a

‘target site onapatient’s body structure.

-Any one or-more of 2, 3, 18, 19,720, 21, 2Z;
23, 27, 28, 29, 33, 34, 35, 43, 45,49, 52,
 54 57, 60:with any one or more of 1,7, 10,
,1]7 44 55, 56andanyone ormoreofthe

Each reference is directed to.the same

~_problem applymg electncal energy to a
| target site on:a patiént’s body: stru_cture

Any ene ormore 0)‘2,3 18 19 3|
‘»23 27 28 29 33 34, 35 43 45 49 52,
: _-the o;her antxc1palmg references l;sted
-above. '

| Each reference is directed to the. same
-problem — applymg electrical energytoa
| targetsite'om-a‘patient’s body structure,

A Any 'one or more of T, 7, 10, 7, 44,55, 56
|-with any one or more of the other
anticipating references listed above.

“Each reference is directed 1o ihe'same
- problein— applymg electrical energy toa
:'target siteon‘a patxent’s bodystructire.

“Any-one ormore of 6, 9, I'T, 13,730, 39; ?JU 7
47,'50,58,62, 64, 68, 69, 71 73-with any
one:of more of. the other anucxpanng

, refemnces hsted above.

' «'Each reference is directed 16 the; Sanie
:prob]em - applying electrical eiiergy to a
~target site:on-a panent’s body stmcture

'[Any one or more of 6, 9, 11, 13,30, 39, 40' "
. 47,-_.50 58, 62,64, 68, 69,71, 73 with 59
{ and-any one or more of: the other

- annc:patmg references hsted above

E Each reference is dlrected to: the same

problem appl ying: electncal ‘energytoa

1 target sité-on‘a. pahent s.body ‘strugture.

|59 with any an_'or;.mqrc:-of;theot_her
| anticipating references listed above.

T Each relerence is direcied 10 the same

problem applyifig électrical. energy toa

o target sne on? patxem’s body stmcwre

4. AllPalents

Sritith & Nephew also contends that the assertéd clainis of the *536, *882 and

?592 patentsare also invalid under 35°U.S:C. § 102(f) and/or § 116 because of improper

invéntorship.

Smith & Nephew’s investigation into its defenses is continuing, and it reserves

the right to assert additional invalidity defenses as discovery progresses:
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